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BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Mark : ANVIL

Ser. No. : 78/734308

Filing Date : Oct. 17, 2005

Applicant : Tomberlin Product Group, LLC
Correspondent : Timothy E. Moses

Phone : 706.722.4481

Email : TEMoscs@hullfirm.com
Examining Attorney : Mrs. A.D. Saunders'

Law Office : 109

APPEAL BRIEF OF APPLICANT

NOW COMES Applicant in the above matter and files this its appeal brief, and shows the
Trademark Trial and Appeal Board (the “TTAB”) the following:

1. Basis of Opposition. The Examining Attorney refused to register Applicant’s proposed

mark “because the Applicant’s mark, when used on or in connection with the identified goods, so
resembles the mark in U.S. Registration No. 2,680,860 as to be likely to cause confusion, to cause
mistake, or to deceive.” (Office Action dated April 21, 2006.) Applicant responded to that refusal
and asserted reasons why the proposed mark was not confusingly similar to the registered mark.
(Response to Office Action dated October 06, 2006.) Thereafter, the Examining Attorney made

the refusal final. (Office Action dated November 09, 2006.)

! The initial Examining Attorney assigned to this matter was Scott Oslick, who authored the initial Office Action.
Thereafter, Mrs. A.D. Saunders appears to have assumed responsibility for this application.



2. Argument and Citation of Authority. Applicant respectfully disagrees with the

Examining Attorney’s determination and provides the following argument in response.
The basic rule in comparison of marks is that “marks must be considered in their entireties

in determining whether there is a likelihood of confusion or mistake.” Massey Junior College, Inc.

v. Fashion Institute of Technology, 492 F.2d 1399 (1974). In addition to similarity in sound, E.I.

DuPont de Nemours & Co., 476 F.2d 1357, 1361 (1973), sets forth twelve (12) other factors that

must be considered in testing for likelihood of confusion under Sec. 2(d). While Applicant’s mark,
ANVIL, is identical in sound and spelling to the registered mark, the other relevant DuPont factors
show that the likelihood of confusion, mistake or deception is non-existent, or at worst, minimal.

a. The Goods Covered by the Marks at Issue are Sufficiently Dissimilar That No

Likelihood of Confusion Exists. One of the factors set forth in DuPont cited by the Examining

Attorney is the “similarity or dissimilarity and nature of the goods or services as described in an
application or registration or in connection with which a prior mark is in use.” DuPont, 476 F.2d at
1361. The Examining Attorney has asserted that “The goods are closely related because the same
party commonly markets and sells these goods together under the same mark.” It is unclear how
the Examining Attorney arrived at such a conclusion, but it appears that the goods of both
Applicant and Registrant have been construed in a manner that is excessively broad.

The goods covered by the registered mark are indoor, industrial, non-marking, white tires

Jiwww.lesschwab,.comdtires/industrial

specifically for forklifts. (See hit /nonmark.asp). Applicant’s goods,

on the other hand, are outdoor, electric recreational low speed vehicles (“LSVs”). (See

http/www.aboutmyplanet.com/environment/clectric-lsv-coming-to-a-road-near- Oh) Although Applicant’s
goods do include, as an integrated component, tires, these tires are large, knobby, black tires for

outdoor, recreational use. Thus, the goods at issue are dissimilar.



The relationship between Applicant’s personal, recreational vehicles and Registrant’s
industrial forklift tires is extremely remote. Compare it to the relationship between NASCAR
racing cars and tires produced by Goodyear. Indeed, there exist trademark registrations for
“EAGLE” for “racing cars” (Reg. No. 1,127,226) and “tires” (Reg. No. 679,617), both in class
012. (See Exhibit 1, which consists of recent status pages for both EAGLE registrations cited.)
The Goodyear Eagle tires are the dominant tires used on NASCAR racing cars. See:

http://www.racegoodyear.com/nascar/tire_tech.html, a copy of which is attached hereto as Exhibit 2 and

incorporated herein. (Also click on the hypertext link “View the comparison of a race tire vs. a street
tire” at the bottom of the page, a copy of which is attached hereto as Exkibit 3 and incorporated
herein.) See also,

hitp://www tirerack.com/tires/tires. jspTtireMake=Goodyear&tireModel=Fasle+%23 1 +NASCAR, a copy of which

is attached hereto as Exhibit 4 and incorporated herein. Such dominant use of the Goodyear Eagle
tire is readily apparent by viewing NASCAR photos available at:

hitp://www . nascar.com/multimedia/photo_gallery/ (then click on the link under “Bristol: COT”), portions

of which are attached hereto as Exhibit 5 and incorporated herein.

Another example of a trademark registered for both tires and vehicles is the mark “PILOT.”
This mark is registered to the Honda Motor Company for “motor vehicles, namely SUVs, and
structural parts therefore,” in Class 012. (Reg. No. 2,769,867). “PILOT” is also registered to
Michelin North America, Inc. for “tires” in Class 012. (Reg. No. 1,342,457). (See Exhibit 6 which

consists of the status pages for both PILOT registrations cited.)



Yet another example of a mark being allowed to register for vehicles and tires
simultaneously is the mark “DAYTONA.” This mark is registered to DaimlerChrysler
Corporation for “motor vehicles, namely, passenger cars, trucks, and structural parts and engines
therefore,” in Class 012. (Reg. No. 3,184,323). “DAYTONA? is also registered to The Dayton
Tire & Rubber Company for “resilient vehicle tires,” in Class 012. (Reg. No. 740,642). (See
Exhibit 7 which consists of the status pages for both DAYTONA registrations cited.)

Additional examples of registrations for the same mark for such similar goods in Class 012
include:

NAVIGATOR: Reg. No. 2,111,095 (for “motor vehicles, namely trucks and their
structural parts”) and Reg. No. 812,177 (for “tires”) (See Exhibit 8 which consists of recent
status pages for both NAVIGATOR registrations cited.);

EXPLORER: Reg. No. 1,193,137 (for “pickup trucks and their structural parts”)
and Reg. No. 607,305 (for “tires”) (See Exhibit 9 which consists of recent status pages for
both EXPLORER registrations cited.);

CHARGER: Reg. No. 2,985,653 (for “motor vehicles, namely automobiles and
structural parts therefore”) and Reg. No. 833,697 (for “tires”) (See Exhibit 10 which
consists of recent status pages for both CHARGER registrations cited.); and

SAFARI: Reg. No. 1,567,026 (for “motor vehicles, namely, automobiles and
passenger vans, cargo vans, engines therefore, and structural parts thereof) and Reg. No.
714,750 (for “tires”) (See Exhibit 11 which consists of recent status pages for both SAFARI

registrations cited.).”

? See also, BAJA: Reg. No. 2,759,819 (for automobiles and structural parts therefore”) and BAJA/T/A, Reg. No.
1,698,352 (for “vehicle tires”). Copies of recent status pages are attached as Exhibif 12 and incorporated herein by
reference.



The similarity between passenger vehicles and tires for passenger vehicles, or the similarity
between tires and racing cars on which such tires are used, creates much more of a likelihood of
confusion than the similarity between industrial forklift tires and personal, recreational low speed
vehicles. Indeed, by comparison, Applicant’s proposed mark is extremely remote from the use of

the registered mark on industrial forklift tires. As a result, there is no realistic likelihood of

confusion, or a very remote likelihood of confusion, at worst, between the two marks.

b. The Channels of Commerce Through Which Goods Covered by the Marks are

Distributed and Sold are So Dissimilar That No Likelihood of Confusion Exists. Another

factor set forth in DuPont is “the similarity or dissimilarity of established, likely-to-continue trade

channels.” DuPont, 476 F.2d at 1361. The owner of the registered mark is Les Schwab Warchouse
Center, Inc. (“Les Schwab”). Les Schwab is a renowned, straight-independent, tire dealer in the

Pacific Northwestern United States. (See hitp:/www.lesschwab.com/about_us.asp). These tire service

centers are limited to the states of Alaska, Oregon, Washington, Idaho, California, Nevada, Utah
and Montana. Thus, the trade channel of the registered mark is limited to the eight-state market in
the Pacific Northwest of the United States.

Further, the tires that bear the registered mark are offered and sold exclusively by Les
Schwab through its network of tire service centers in only those eight (8) states. Thus, the channel
of commerce of the registered mark is further limited to Les Schwab tire service centers in the
foregoing eight (8) states. Thus, the trade channel in which tires bearing the ANVIL mark are sold
is very limited.

Applicant’s trade channels, on the other hand, are limited to its own recreational vehicle

stores in the states of Georgia and South Carolina. (See hup:/www.lomberlinnet/tag/). Further, the

goods on which Applicant’s mark are used are marketed and sold exclusively through recreational



vehicle stores, the type that sell motorcycles, ATVs and go-carts. (See

hitp://woww.alphasportsmotors.com/pages/DealerResulis? asp?zipeode=30303). Applicant’s goods are not sold

at tire dealerships or tire service centers. Thus, when the two channels of commerce are

considered, there is no realistic likelihood of confusion between Applicant’s mark and registered

mark.

C. The Conditions Under Which Consumers Select the Services Require

Sophisticated Purchasing. Yet another factor set forth in DuPont worthy of consideration is “the

conditions under which and buyers to whom sales are made, i.e. ‘impulse’ vs. careful, sophisticated
purchasing.” DuPont, 476 F.2d at 1361.

As stated above, the registered mark is used on tires that are offered exclusively through Les
Schwab’s chain of tire service centers. Les Schwab’s business, which is exclusively limited to
tires and wheels, is where customers go to have tires replaced after market. Thus, “consumers”
coming into contact with Les Schwab’s ANVIL tires are already in need of forklift tires and are
looking to replace forklift tires. Indeed, consumers shopping for industrial, forklift tires would not
normally go shopping for new tires when not needed.

Additionally, “consumers” of Registrant’s forklift tires are industrial buyers, not the
general public. These industrial buyers often have personnel who specialize in purchasing
industrial items such as forklifts and replacement tires. Thus, “consumers” of the industrial forklift
tires bearing Registrant’s mark are usually sophisticated businesses. As a result, the transaction
involving the “purchase” of Registrant’s forklift tires is assured to be a deliberate and thoughtful
ong; not one of impulse. Therefore, the transaction through which industrial tires are purchased by
industrial customers affords the potential “consumer” multiple opportunities and a substantial

amount of time to understand and discern that there is no relation to, or implied association with,



Applicant. Furthermore, when replacement tires are purchased, cost, not brand, is usually the
determinant factor of today’s consumers.’

On the other hand, consumers shopping for low speed vehicles (LSVs) like Applicant’s
goods, which cost approximately $8,000.00, would approach a purchase much like consumers who
purchase traditional passenger automobiles. Such purchases are usually approached in a
premeditated manner, with plenty of pre-purchase research, comparison and evaluation.
Furthermore, LSVs are an entirely new line of vehicular products. (See

http:/www.aboutmyplanet.com/environment/electric-lsv-coming-to-a-road-near-you; httpy//www.diseng-

art.com/encyclopedia/stranee vehicles/tomberlin_anvil.ltmi). Therefore, the amount of examination,

consideration and evaluation that consumers will dedicate toward purchasing Applicant’s goods is
substantial.

Additionally, consumers looking for replacement tires for industrial forklifts simply would
not consider retailers who are in the personal, recreational vehicle business. Thus, there is
virtually no likelihood that Registrant and Applicant would be soliciting the same customers, and
no likelihood of confusion or mistake by potential customers. Accordingly, it is inconceivable that
such purchasers would be confused as to any relation between Applicant’s personal, recreational
vehicles and the forklift tires bearing the registered mark.

d. There Have Been No Instances of Actual Confusion Between the Marks.

DuPont also dictates that consideration should be give to “the nature and extent of any actual
confusion.” DuPont, 476 F.2d at 1361. While this factor alone is not determinant, it certainly
should be considered in weighing the /ikelihood of confusion. Applicant has been using the

proposed Mark since March, 2006. Registrant has been using the registered mark during the same

? “Most people think the most important determining factor in a [tire] sale is the price.” (Ref:
hitp://www tirenews.info/jeep-tires/nokia-tires.php).




period, and longer. During this time, the proposed Mark has been advertised by Applicant both in
print and via the Internet. Further, Applicant’s low speed vehicles have been covered as news by

various media outlets. (See e.g., hitp://www.diseno-

art.com/encyclopedia/strange_vehicles/tomberlin_anvilhtmi, a copy of which is attached hereto as Exhibit 13

and incorporated herein by reference;

hitps/wwwatyillustrated.comy/FeaturedStories/StoryDetails.aspx Zstoryid=184, a copy of which is attached
hereto as Exhibit 14 and incorporated herein by reference. It appears that the registered mark has
also been advertised and marketed over the Internet by Registrant. (See

al/nonmark.asp). Despite the similar coverage and Internet

http/Awww . lesschwab.conyvtires/industri

marketing, there have been no reported incidents of confusion between Applicant and Registrant.
Since there has not been one single incident of confusion between Applicant and Registrant related
to the mark ANVIL, the prospect of actual confusion in the future is, at worst, minimal.

CONCLUSION

Accordingly, and for the foregoing reasons, Applicant respectfully requests that its appeal
be granted, that the Examining Attorney’s refusal be reversed and that the application to register
the proposed mark be allowed to proceed toward registration.

Respectfully Submitted, this 13th day of April, 2007.

= ] fa. {/\:‘i«-i

Attorney for Applicant

UATEMoses\Clients\Tomberlin Product Group, LLC (7762)\Trademarks (002)\ ANVIL\APPEAT BRIEF .doc
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pules for sutomobiles, including insuranoe and
am@ stration { arnaa_jﬂ 10 thee company, insurance rates
will b mm@&mﬁm due to the lower-spes m.aﬁma@wﬁ
arvirerment and the low oost of the vehicle and
cormponsnts),

Wike Tombearln, CEO of the Tomberdin mﬁ_:? ol that

the company first had the concept of an LBV about three
years aon, "but in the last vear progress has really
accelerated with the acouigition of key leadership frorm
the audomative and olecinc yebicle industries, Moy b are
erciting time to presant o the public an affordabis,
practical, fun vahicle for running arrands and oo
commading., W' aleo a viable allernative to paying bigh
s prices in ﬂwnmmiﬁ hoth wehicles will have
BICRSEIAS BUCH 8% %ﬁﬁ arnd heated seats availabbs 1o
rest speciic wealbwr and dimate needs, so they will
not be just "Tsir-weather” vehicles,

The company is convinoed that the L3Y market is
uriimited and presently wmmam_qm y uapped. The F-
w_“@_@w and Anvi, it beli ieves, will appeal to such potentish
CLSHHTETE 95 18 a_&wﬁ %4 _:_m_m: arwl subsierhan
neighbarhonds, mumicipal governments, security firms,
college campuses, sirports, and iocal commiutars, iH's
astimng m& that ,,w_wﬁ are approvirstely 200000 used
.ua: carts and ﬁ%@ vebities that are not strast-logal sold
Eﬁww ﬁamw lezaving the market open for brand-new
yebiches Yhat 1 that bill

THE E-MERGE

Thaz E-barge, which will be avaliable i September of
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this year, is o small, wo-passenger, streetlegal electric
i that can charge oversight on o standard 110 ﬁum
oldlet and has o range in exoess of 30 m
targeted to individualg who need o EE s& En_ !
o gﬁﬁgmm 43 mm& Frovrn work, %_ﬁ_. for mmh@wmm recraation

: : ﬂ% ma_
§m$m WE 5. m@cﬂ ﬁﬁ mm Em@:n .n,,n,nm mmmm“ mﬁamﬁi bvaar, lghatss, anad Bs street-logal. The tamet
[ardiies mtifm_ %4, 500, ot much mors expensive than g uged golf cart, and o Bnancing

rogram s m_.mmmmwmm_.

THE ARVIL

_ ahborbood vehicle” that will be svaliabie the end of this

Y mma _w o mﬂﬁﬁa g aicke cosinned from the ground up, says Tomberdn, to meet the
%nﬂm of the ﬂﬁmm cormpmder. ks wheol track is wider thar some sutomolbsiles, whick ad

afety, The rear axle hag also bheen pushed back o accommodate o folding,

ﬁ%&@%@nﬁ@ Fesise sk,

35

x i 8 At w@ m:& mili-pearpose ek with over 48 inches betwean the whest wells” nobed
e T ‘W3 large trunk can be useful when runring errands, and on wieskends the
m.m.mw.. oM Con _am fobdad up s 8 tamily of Tour can comdartably rde logether”

e Aol s electric and will use reliable lead-acid batteries that can charge eernight on &
standard 110volt autlet, giving the vohicle 2 range % iy 443 E_Mm.m, Shortly after latnch, 2

bl version will be available that will have an incressed sange of ower 100 miles. The

Arwil's pesk power ouipul will be over 25 kilowatis, u_ﬁ_&:ﬁ # 0 acoeberate quickly, oimb

Qaﬁ hitlz At E@ spend and not impedes traffic. ﬁnga_ﬁ@ tor the company, the Al can oo 5

s on B100 in power, while an automobile can only g apout five miles—a difference of

Eg E\mm % the range for the same amoust of money. Tomberdin also says that the Anvil's

AGRE of 37,000 will make it m,a, mipst affordatle vehicle in ¥z market,

CONTACT IMFORMATION

ﬁE\ m::m,mmw :@mﬁ:ﬁm_ iy mm@ .wmﬁm%mﬁ » Eblerge and Anvil vebicles, contact Dewey

3 of David Hamiton, VPP of Sales and Marketin

AT
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Lighting: Headlamps, tall larmps, lum signals,

Gtreetdegal; On roads with o spoad firssit up b0 35

.;s.g_:a:na@:a-aaa&

at 706 / DE0-0850, wrike o

ﬁmm.h_“

it vigit the sompany's website

y: G2
41 &m:
karﬁ Ga ..

Yoltage: 40-voll, iz sight-voll lead | acid balleries
M, Power, 12,5 kipwalts

Max. Hange: 30+ milg
Wax, Speed: 26 mph

MIGHRP: 54,500 |

Braking: 4-whesl, downhill regensrative.
Seat belts: F-point, for two parsons -
Cargo teunke Standard

igh-motint-cerier Jamp
Wihesln: Alundren

rrphy in st slales

ﬁ@m&mﬂ 103"

ﬂmw

mmﬁww,.mm% :

Yoltage: T2-voll, siv 12voll lead fackd batieries

Wiax. Power: 28.5 Kilowalts

gmﬁ Range: 40+ miley
1w, Bpeed: 25 mph

WEREP: 57 000

Braking: 4-wheal, downbill regeners tive

Hoar Seat: Folding, toreard-Taciig

et _@mmwmu“ \,\ﬁaxa for bwn w_ﬁmm&aa i Trond; mtw_ﬁﬁ

BB 20TT
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ap belts in rear
ﬁ&@@ .ﬁﬂmm h._w_

pober b

‘&@@-&ﬁ

Lree .&w at: D roads with a mpeed Bmit up 1o 25 mph in most states
mw : .ﬁ 21 ; 13 in with a spead Bmil upto 35 mphin most state

“Pradlnrinary prodiset spacifications st e of pubifcation, subifecf o ehange
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